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Art Unit: 3676 

DETAILED ACTION 

1 . Applicant's submission, filed May 4, 2009, has been carefully considered. 
Examiner has withdrawn the rejection under 35 U.S.C. 112, 2nd Paragraph set 
forth in the previous Office Action based on the claim amendments as well as 
applicant's Remarks. The prior art rejection based on the Huber reference has 
also been withdrawn. The prior art rejection based on the Dunn et al. reference 
has been modified. The previously-indicated allowability of the subject matter in 
claims 3 and 4 has also been withdrawn, and those claims now stand rejected. 
Therefore, this Office Action has not been made final. 

Claim Rejections - 35 USC § 102/103 

2. Claims 1 -1 1 are rejected under 35 U.S.C. 1 02(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Dunn et al. (US 
6,595,305). 

With regard to claim 1, Dunn discloses a drilling tool (150) for percussion 
drilling, which comprises a cutting element (162) that is configured as a plate or 
head and that has at least one cutting edge (184) defined by a cutting face (174) 
and a free face (160), wherein the cutting edge is associated with a first free face 
section (see Figure 1 below) which lies in a cutting plane, wherein the cutting 
plane (CP) is cut at a right angle to the cutting edge and wherein the first free 
face section is limited by a convex bulge (see Figure 1 below) or a convex 
polygon outline, and a rib (see Figure 1 below). 

Under 35 U.S.C. 102: 
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With regard to the rib height ranges in claims 1 , 2, 8, 9, 1 0, and 1 1 , the 
size of the rib falls within the claimed range, as the rib is only defined by a first 
free face section and an associated first cutting face section, and examiner can 
assign where the first free face begins in Dunn. Therefore, the first free face 
begins 0.5 mm below the cutting edge. 

Under 35 U.S.C. 103: 

Alternatively, with further regard to claims 1 , 2, 8, 9, 10, and 1 1 , one can 
interpret Dunn in such a way that Dunn does not disclose the claimed rib height. 
Even so, it would have been considered obvious to one of ordinary skill in the art, 
at the time the invention was made, to have modified Dunn to have had a rib 
height within the range of 0.1 to 0.5 mm, depending on the desired wear 
characteristics of the bit, since it has been held that where the general conditions 
of a claim are disclosed in the prior art, discovering the optimum or workable 
ranges involves only routine skill in the art. In re Alter, 105 USPQ 233. 

With regard to claims 3, 4, 10, and 1 1 , as discussed above with respect to 
the 35 U.S.C. 102 interpretation, examiner can arbitrarily assign how the rib is 
defined. Therefore, examiner defines the boundary of the first free face section 
to be at an angle, so that either the height of the rib increases or decreases 
toward the longitudinal axis. 

With regard to claims 5 and 6, Dunn discloses a second free face section 
and a second cutting face section (see Figure 1 below). 
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With regard to claim 7, an extension (see "V" in Figure 2 below) of the 
second free face section extends in a direction of rotation of the drilling tool 
through the cutting element below the cutting edge. 

With regard to claim 9, as discussed above, examiner has arbitrarily 
assigned where the first free face and second free face sections meet, therefore, 
claim 9's limitations are met, since Dunn inherently discloses planes P and E, 
and they are parallel. Note that claim 9 can only read on the embodiment of the 
invention in which the height of the rib does not increase or decrease toward the 
longitudinal axis, since in those two cases, the planes P and E would not be 
parallel. 
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Figure 1 - Dunn et al. as it relates to the claimed invention. 

Response to Arguments 

3. Applicant's arguments filed November 13, 2008 have been fully 
considered but they are not persuasive. 
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Applicant has argued that Dunn discloses a rib height of at least 2 mm, 
and therefore does not disclose the claimed rib height range. Examiner 
respectfully traverses this argument. Applicant has interpreted the Dunn 
reference as if the bottom of the rib has to be defined where it was indicated in 
applicant's Annex 2 (or in Figure 2 of Examiner's last Office Action). In fact, the 
bottom of the rib (i.e. the intersection between the first free face section and the 
second free face section) can be defined almost anywhere. As discussed above 
in Paragraph 2, examiner has defined the rib to have a height of 0.5 mm. 
Examiner can do this because the limitations "a first free face section" and "a 
second free face section" have little meaning. There is no structure (other than a 
convex bulge or polygon shape — which Dunn clearly teaches) or detailed shape 
description that actually defines what the first free face section is. Therefore, 
examiner can divide the free face into sections as desired, so long as the 
"convex bulge/outline" limitation is met, and so long as a rib is disclosed. To 
further illustrate the breadth of the "section" language, examiner respectfully 
asserts that any "face" can be thought of as being composed of one large 
"section," or many smaller "sections." 

Finally, even if Dunn does not disclose the claimed rib height, examiner 
has added new grounds of rejection under 35 U.S.C. 1 03 to counter this 
argument. 

Conclusion 

4. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to ROBERT E. FULLER whose telephone 
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number is (571)272-0419. The examiner can normally be reached on Monday 
thru Friday from 8:00 AM - 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jennifer H. Gay can be reached on 571-272-7029. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/Shane Bomar/ 

Primary Examiner, Art Unit 3676 

08/17/2009 
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